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Opi ni on by Hohein, Adm nistrative Trademark Judge:
Vol k Optical, Inc. has filed an application to register
111

the term “SMALL PUPIL” for an “opthal noscopy [sic] |ens.

Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U. S.C. x1052(e)(1), on the

basis that, when used in connection with applicant’s goods,

the term“SMALL PUPIL” is nerely descriptive of them

! Ser. No. 74/628,209, filed on February 1, 1995, which all eges
a bona fide intention to use the term
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Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
register.

It is well settled that a designation or termis
considered to be nerely descriptive of goods or services,
wi thin the neaning of Section 2(e)(1) of the Trademark Act,
if it imrediately describes an ingredient, quality,
characteristic of feature thereof or if it directly conveys
information regarding the nature, function, purpose or use
of the goods or services. See In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA 1978). It
is not necessary that a designation or termdescribe all of
the properties or functions of the goods or services in
order for it to be considered to be nerely descriptive
thereof; rather, it is sufficient if the designation or term
describes a significant attribute or idea about them
Mor eover, whether a designation or termis nerely
descriptive is determned not in the abstract but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in
connection wth those goods or services and the possible
significance that the designation or termwould have to the
average purchaser of the goods or services because of the
manner of its use. See In re Bright-Crest, Ltd., 204 USPQ

591, 593 (TTAB 1979). Consequently, “[w] hether consuners
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coul d guess what the product [or service] is from

consideration of the mark alone is not the test.” Inre

American Geetings Corp., 226 USPQ 365, 366 (TTAB 1985).
Appl i cant argues that the term “SMALL PUPIL” “clearly

does not specifically describe on opthal noscopy | ens, nor

does it describe a purpose or function of the goods.” Such
term according to applicant, “is only suggestive of sone of
the characteristics of the goods on which it is used.” 1In

particul ar, applicant points out that:

[ T]he ens on which [the tern] SMALL
PUPIL is to be used is a high-powered
m ni aturized version of a wde field
lens. Wiile the lens can be used to
view a patient’s eye wthout dilation of

the pupil, a major purpose of the |ens
is to permt, followng dilation of the
pupil, extreme off-axis illum nation.

This virtually elimnates | ens, cornea,
and retinal reflections.

Thus, while admtting that the term“SMALL PUPIL” “is
descriptive of one possible use of the opthal noscopy | ens
(to exam ne an eye through a small pupil),” applicant
contends that such term “would not serve as a description of
t he goods that would be of any use to ...potenti al
purchasers” of its product, which is “sold to
opht hal nol ogi sts and nedical institutions.”

In addition, applicant notes that, while the excerpts
of record (detailed in part below fromthe Exam ning
Attorney’s “NEXIS search describe various di seases and

conditions that include a small pupil as a synptom and
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vari ous procedures that are used to |l ook at small pupils,”
“[a]t no place in any of the articles does the term‘ snal
pupil’ refer to an opthal noscopy lens.” Thus, according to
appl i cant:

There is no conel ati on between a di sease

with a synptomof small pupils and a

hi gh- powered mniature lens that is

mai nly used to | ook at pupils after they

have been dilated. The Exam ni ng

Attorney’s focus on articles that

di scuss small pupils reinforces his

m sinterpretation of the main use of the

lens, [which is] to view pupils after

dil ation.
Therefore, applicant insists, “the trademark SMALL PUPIL is
not ‘nerely descriptive of the goods, but is only
suggestive of one possible use of the goods.”

The Exam ning Attorney, on the other hand, maintains

that the term“SMALL PUPIL,” as applied to opthal noscopy
| enses, conveys information about a significant attribute of
applicant’s goods. Specifically, the Exam ning Attorney
urges that such term®“is nerely descriptive of the types of
pupils — SMALL PUPILS — which the goods are designed to
examne.” In this regard, the Exam ning Attorney relies
upon excerpts fromnunerous articles retrieved and nade of
record fromhis search of the “NEXIS" data base.? Such

articles, as applicant concedes, principally denonstrate,

according to the Exam ning Attorney, that:

2 The search on February 26, 1996 of the “ALLNWS" file of the
“NEWS” library, using the search request “SMALL PUPIL AND NOT
TEACHER, " di scl osed 58 stores from which excerpts were taken.
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SMALL PUPIL is used to nane a condition
in which a patient’s pupil[s] are small.
This smal |l ness may recur naturally in a
patient, or may be the result of illness
or nedication. ...[Thus,] SMALL PUPIL is
[merely] descriptive because it refers
to a central characteristic of the
goods: it names the type of pupil which
the [applicant’s] goods are designed to
exam ne

To bol ster his conclusion of nere descriptiveness, the
Exam ni ng Attorney observes that “applicant does not dispute
the finding that one [significant] use of its goods is the
exam nation of small pupils” since applicant, as noted
previously, has admtted that “SMALL PUPIL is descriptive of
one possible use of the [applicant’s] opthal noscopy |ens ...
(to exam ne an eye through a small pupil) ..

Mor eover, although not specifically addressed by either
applicant or the Exam ning Attorney, it has not escaped our
gaze that three of the “NEXIS" excerpts discuss
opt hal noscopy of small pupils (enphasis added):

Scanni ng | aser opt hal noscopy was
introduced in 1980 ...Since then, it has
been established as a clinical tool that
requires low levels of illumnation and
is thus confortable for the patient,
al l ows i magi ng through small pupils,
captures images with | arge depth of
field, and allows imagi ng through | ess-
t han-perfect nmedia. By introducing a
smal | pinhole aperture in a plane
corresponding to the focus plane, one
can imge optical slices of the retina ...
-- Anerican Journal of Ophthal nol ogy,
Novenber 1995, at 642,

I ndi rect opt hal noscopy [sic] (smal
pupil) as used for exam nation of the
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Al so,
foll ow ng
ed. 1994):

retina. - 1d., May 15, 1993, at 629;
and

A smal| aperture is essential for
eye exam nation conducted w thout pupi
dilation (see “The pros and cons of
pupil dilation”). 1In fact, all eye
exam nations shoul d probably begin with
this aperture, especially if the patient
has small pupils. Even when the pupi
is wide open, this aperture facilitates
cl ose exam nation of discrete areas and
is particularly useful for exam ning the
macul a ...-- Patient Care, Novenber 30,
1987, at 52 (article headlined, in part:
“lI's your opthal nboscope a di nosaur?”).

by way of background, we judicially notice the

definitions® from Msby’ s Medical Dictionary (4'"

“opt hal noscope, © which is defined at
1110 as “a device for examning the
interior of the eye. It includes a
l[ight, a mrror with a single hole

t hrough which the exam ner may | ook, and
a dial holding several |enses of varying
strengths. The lenses are selected to
all ow cl ear visualization of the
structures of the eye at any depth. If
the patient or the exam ner ordinarily
requi res extensive correction of a
refractive error, the exam nation may
require that the corrective | enses
normally worn be worn for the

exam nation. (See Fig. P. 1109

[ reproduced below.)”;

®1It is settled that the Board may properly take judicial

notice

of dictionary definitions, including definitions in technica
reference works. See, e.g., Inre Hartop & Brandes, 311 F.2d
249, 135 USPQ 419, 423 (CCPA 1962); Hancock v. Anerican Steel &
Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA
1953) and University of Notre Dane du Lac v. J. C. Gournet Food

I nports Co.

F.2d 1372,

, Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703
217 USPQ 505 (Fed. Cir. 1983).
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contains the follow ng pertinent definitions:

Li kewi se, Stedman’s Medical Dictionary (16'" ed.
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“opt hal noscopy,” which is listed at 1110
as neani ng an opt hal noscope to exani ne
the eye.”; and “pupil,” which is set
forth at 1309 as connoting “a circular
opening in the iris of the eye, |ocated
slightly to the nasal side of the center

of the iris. The pupil lies behind the
anterior chanber of the eye and the
cornea and in front of the lens. |Its

di aneter changes with contracti on and

rel axation of the muscular fibers of the
iris as the eye responds to changes in
light, enotional states, and other kinds
of stimulation. The pupil is the w ndow
of the eye through which |ight passes to
the lens and the retina.”

n 4

“oph-thal -no-scope,” which is defined at
1254 as “[a] the interior of the eyebal
t hrough the pupil. sSyN funduscope .....

direct o., an instrunent designed to
visualize the interior of the instrunent
relatively close to the subject’s eye
and the observer view ng an upright
magni fi ed 1 mage.

1995)

“In this regard, the sane dictionary at 694 lists “fundus” as
signifying “[t]he bottomor |owest part of a sac or holl ow

or gan;

t hat

part farthest renoved fromthe opening or exit

”
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I ndirect o., an instrunment designed to
visualize the interior of the eye, with
the instrunment at arnis length fromthe
subject’s eye and the observer view ng
an inverted i mage through a convex |ens
| ocat ed between the instrunment and the
subject’s eye.”;

“oph-thal -nbs-co-py,” which is |isted at
1254 as neaning “[e] xam nation of the
fundus of the eye by neans of the
opht hal nbscope. SYN funduscopy.

direct o., o. perforned with a direct
opht hal nboscope.

indirect o., o. perfornmed with an
i ndi rect opht hal noscope.

o. with reflected |ight, exam nation

of that part of the fundus adjacent

to an area illum nated by a sharply
focused light.”; and
“pupil,” which is set forth at 1468 as

connoting “[t]he circular orifice in the
center of the iris, through which the
light rays enter the eye.”

Such dictionary at 1254 al so contains the foll ow ng

schematic illustration:
' -
o=
'f/‘
«prighl e Dol

Upon consi deration of the above evidence and argunents,
it is our view that, when applied to an ophthal noscopy | ens,
the term “SVALL PUPIL” i mredi ately describes, w thout

conjecture or specul ation, a significant purpose or function
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of applicant’s product, nanely that it is specifically for
use in examning a small pupil. As applicant has admtted,
such term*®“is descriptive of one possible use of the
opht hal noscopy lens,” which is “to exam ne an eye through a
smal |l pupil.” That such a use is a significant purpose or
function of an ophthal noscopy lens is nade clear by the
three “NEXI S” excerpts reproduced herein. It is sinply not
necessary, as the Exam ning Attorney has correctly pointed
out, that a termdescribe every characteristic, feature,
pur pose, function, ingredient, quality or other aspect of a
product in order for it to be nerely descriptive. It is
sufficient, instead, if the term as here, describes one
significant attribute of the product. See, e.g., Inre
Venture Lendi ng Associ ates, 226 USPQ 285, 286 (TTAB 1985);
In re Aid Laboratories, Inc., 223 USPQ 357, 358-59 (TTAB
1984); Inre HUD.D. L.E., 216 USPQ 358, 359 (TTAB 1982);
and In re MBAssoci ates, 180 USPQ 338, 339 (TTAB 1973).

Pl ainly, to ophthal nol ogi sts, eye surgeons and ot her
medi cal practitioners who conduct ophthal noscopic
exam nations and who woul d be the principal purchasers of
opht hal noscopy | enses, there is nothing in the term*SMALL
PUPI L” whi ch is anbi guous, incongruous, indefinite or too
abstract, nor would any inmagination, cogitation, nental
processing or gathering of further information be necessary

in order such persons to perceive precisely the nerely



Ser No. 74/628, 209

descriptive significance of such termas it relates to one
pur pose or function of what applicant’s product does.
Moreover, the fact that applicant’s ophthal noscopy | ens
“Wll mainly be used to view pupils after dilation” does not
preclude a finding of nere descriptiveness. Applicant
concedes that its product “can be used to view a patient’s
eye without dilation of the pupil.” Plainly, an
opht hal nroscopy | ens which can be used to exam ne a snal
pupil later after dilation, thereby elimnating the need to
change the |l ens on the ophthal noscope, is aptly and
preci sely described as a small pupil ophthal noscopy | ens.
Accordi ngly, because the term “SMALL PUPIL” conveys
forthwith a significant purpose or function of applicant’s
product, nanely, that its ophthal noscopy lens is
particularly suitable for use in exam ning patients with the
condition of a small pupil, such termis nerely descriptive
wi thin the neaning of the statute.
Deci sion: The refusal under Section 2(e)(1) is
af firnmed.

R L. Sinmms

R F. G ssel

G D. Hohein
Adm ni strative Tradenmark Judges,
Trademark Trial and Appea
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